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DETAILED ACTION 

Claim Objections 

1. Claim 5 is objected to because of the following informalities: "heating element" in line 2 
lacks a proper antecedent basis. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 2, 4-6, 12, 18-20, 22, 23 and 28-34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Feller et al., US 6,065,402 (Feller). 

a. Regarding claim 1, Feller teaches a printing mechanism of a machine of the tobacco 
processing industry comprising: a tempering device (7, 9, Fig. 1), structured and arranged to 
adjust a temperature of ink in an ink supply (2, 3, Fig. 1) and metering device (4, 5, Fig. 1); said 
tempering device comprises at least one of at least one cooling element (7, 9, Fig. 1), such that 
said cooling element comprises a cooling plate (7, 9, Fig. 1); said ink supply and metering device 
being at least partially located on said cooling plate (see Fig. 1). Because the preamble is not 
necessary to breathe life and breadth into the body of the claim, the examiner does not consider 
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the recitation of "a machine of the tobacco processing industry" to further define the structure of 
the apparatus. Further, because a machine of the tobacco processing industry could comprise the 
structure taught by Feller, Feller can be considered to be capable of being a machine of the 
tobacco processing industry. 

b. Regarding claim 2, Feller teaches all that is claimed as discussed in the rejection of claim 
1 above. Feller also teaches wherein the machine is capable of operating as a cigarette rod 
machine. The examiner is treating the recitation of "a cigarette rod machine" as functional 
language. While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. Because claim 2 does not contain any further structural limitations, the 
examiner considers any printing machine capable of use as a cigarette machine. See MPEP § 
2114. Further, because a cigarette rod machine could comprise the structure taught by Feller, 
Feller can be considered to be capable of being a cigarette rod machine. 

c. Regarding claim 4, Feller teaches all that is claimed as discussed in the rejection of claim 
1 above. Claim 4 fails to patentably distinguish over the prior art because claim 4 recites 
limitations to an element that is optionally recited in claim 1 . 

d. Regarding claim 5, Feller teaches all that is claimed as discussed in the rejection of claim 
1 above. Claim 5 fails to patentably distinguish over the prior art because claim 5 recites 
limitations to an element that is optionally recited in claim 1. 
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e. Regarding claim 6, Feller teaches all that is claimed as discussed in the rejection of claim 
1 above. Claim 6 fails to patentably distinguish over the prior art because claim 6 recites 
limitations to an element that is optionally recited in claim 1 . 

f. Regarding claim 12, Feller teaches all that is claimed as discussed in the rejection of 
claim 1 above. Feller also teaches wherein said tempering device comprises a control or 
regulating unit. The cooling device "ensures that the printing ink 3 always has the same 
temperature" (col. 3, 11. 30-31). Because a constant temperature is maintained, a control or 
regulation device is inherently present to maintain this constant temperature. 

g. Regarding claim 18, Feller teaches a process for printing with a printing mechanism that 
includes a tempering device comprising at least one of at least one cooling element, which 
includes a cooling plate (7, 9, Fig. 1), said process comprising: adjusting a temperature of ink in 
at least an ink supply and metering device in the printing mechanism via the tempering device 
(col. 3, 11. 30-31); wherein the adjusting of the temperature of ink comprises adjusting said ink 
temperature with the cooling plate (col. 3, 11. 30-31). 

h. Regarding claim 19, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Feller also teaches wherein the printing mechanism is located within a machine 
of the tobacco processing industry. Because a machine of the tobacco processing industry could 
comprise the structure taught by Feller, Feller can be considered to be capable of being a 
machine of the tobacco processing industry. 

i. Regarding claim 20, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Feller also teaches wherein said machine is a cigarette rod machine. Because a 
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cigarette rod machine could comprise the structure taught by Feller, Feller can be considered to 
be capable of being a cigarette rod machine. 

j. Regarding claim 22, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Claim 22 fails to patentably distinguish over the prior art because claim 22 
recites limitations to an element that is optionally recited in claim 18. 

k. Regarding claim 28, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Feller also teaches controlling or regulating the tempering device through a 
control or regulation device. The cooling device "ensures that the printing ink 3 always has the 
same temperature" (col. 3, 11. 30-31). Because a constant temperature is maintained, a control or 
regulation device is inherently present to maintain this constant temperature. 
1. Regarding claim 29, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Claim 29 fails to patentably distinguish over the prior art because claim 29 
recites limitations to an element that is optionally recited in claim 18. 

m. Regarding claim 30, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Claim 30 fails to patentably distinguish over the prior art because claim 30 
recites limitations to an element that is optionally recited in claim 18. 

n. Regarding claim 31, Feller teaches all that is claimed as discussed in the rejection of 
claim 18 above. Claim 32 fails to patentably distinguish over the prior art because claim 32 
recites limitations to an element that is optionally recited in claim 18. 

o. Regarding claim 32, Feller teaches a machine of the tobacco processing industry 
comprising the printing mechanism in accordance with claim 1 (see rejection of claim 1 above). 
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Because a machine of the tobacco processing industry could comprise the structure taught by 
Feller, Feller can be considered to be capable of being a machine of the tobacco processing 
industry. 

p. Regarding claim 33, Feller teaches all that is claimed as discussed in the rejection of 
claim 32 above. Because a cigarette rod machine could comprise the structure taught by Feller, 
Feller can be considered to be capable of being a cigarette rod machine. 

q. Regarding claim 34, Feller teaches a process for printing a paper strip in the machine 
according to claim 32 (see rejection of claim 32 above), said process comprising; guiding the 
paper strip to a printing mechanism having a tempering device (7, 9, Fig. 1; "rotary printing 
machine," col 1,1. 11 implies that a substrate is printed and guided to the printing mechanism); 
and adjusting at least the temperature of the ink in the printing mechanism via the tempering 
device (col. 3, 11. 30-31). 

4. Claims 1, 2, 8, 10-14, 18-20, 25-28 and 32-34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Voge, US 6,516,721 (Voge). 

Regarding claim 1, Voge teaches a printing mechanism of a machine capable of use in 
the tobacco processing industry comprising: a tempering device (70, Fig. 4), structured and 
arranged to adjust a temperature of ink in a least one of an ink nozzle (34, Fig. 4), ink supply 
(Fig. 4) and metering device; said tempering device comprises at least one of at least one heating 
device (70, Fig. 4). Because the preamble is not necessary to breathe life and breadth into the 
body of the claim, the examiner does not consider the recitation of "a machine of the tobacco 
processing industry" to further define the structure of the apparatus. Further, because a machine 
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of the tobacco processing industry could comprise the structure taught by Voge, Voge can be 
considered to be capable of being a machine of the tobacco processing industry. 

a. Regarding claim 2, Voge also teaches wherein the machine can be used as a cigarette rod 
machine. The examiner is treating the recitation of "a cigarette rod machine" as functional 
language. While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. Because claim 2 does not contain any further structural limitations, the 
examiner considers any printing machine capable of use as a cigarette rod machine. See MPEP § 
2114. Further, because a cigarette rod machine could comprise the structure taught by Voge, 
Voge can be considered to be capable of being a cigarette rod machine. 

b. Regarding claim 8, Voge teaches all that is claimed as discussed in the rejection of claim 
1 above. Claim 8 fails to patentably distinguish over the prior art because claim 8 recites 
limitations to an element that is optionally recited in claim 1. 

c. Regarding claim 10, Voge teaches all that is claimed as discussed in the rejection of 
claim 1 above. Claim 10 fails to patentably distinguish over the prior art because claim 10 recites 
limitations to an element that is optionally recited in claim 1 . 

d. Regarding claim 11, Voge teaches all that is claimed as discussed in the rejection of 
claim 1 above. Claim 10 fails to patentably distinguish over the prior art because claim 10 recites 
limitations to an element that is optionally recited in claim 1. 
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e. Regarding claim 12, Voge also teaches wherein said tempering device comprises a 
control or regulating unit ("heating device for heating the printing ink to a predetermined 
temperature", col. 2, 11. 20-22). 

f. Regarding claim 13, Voge also teaches wherein the ink nozzle is an ink nozzle (36, Fig. 
4). 

g. Regarding claim 14, Voge also teaches a heating cartridge (70, Fig. 4 shows a resistor 
heating element) located to lie against said ink nozzle (note position of ink nozzle 36 with 
respect to heating cartridge 70, Fig. 4). 

h. Regarding claim 18, Voge teaches a process for printing with a printing mechanism that 
includes a tempering device, said process comprising: adjusting a temperature of ink in at least 
one of an ink nozzle, ink supply and metering device in the printing mechanism via the 
tempering device (col. 2, 11. 21-24). Because the preamble is not necessary to breathe life and 
breadth into the body of the claim, the examiner does not consider the recitation of "a machine of 
the tobacco processing industry" to further define the structure of the apparatus. Further, because 
a machine of the tobacco processing industry could comprise the structure taught by Voge, Voge 
can be considered to be capable of being a machine of the tobacco processing industry. 

i. Regarding claim 19, Voge also teaches wherein the printing mechanism is located within 
a machine of the tobacco processing industry. Voge teaches a printing machine (col. 1, 11. 9-10), 
and because a machine of the tobacco processing industry could comprise the structure taught by 
Voge, Voge can be considered to be capable of being a machine of the tobacco processing 
industry. 
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j. Regarding claim 20, Voge also teaches wherein said machine is a cigarette rod machine. 
Voge teaches a printing machine (col. 1, 11. 9-10), and because a cigarette rod machine could 
comprise the structure taught by Voge, Voge can be considered to be capable of being a cigarette 
rod machine. 

k. Regarding claim 26, Voge teaches all that is claimed as discussed in the rejection of 
claim 18 above. Claim 26 fails to patentably distinguish over the prior art because claim 26 
recites limitations to an element that is optionally recited in claim 18. 

1. Regarding claim 27, Voge teaches all that is claimed as discussed in the rejection of 
claim 18 above. Claim 27 fails to patentably distinguish over the prior art because claim 27 
recites limitations to an element that is optionally recited in claim 18. 

m. Regarding claim 28, Voge also teaches controlling or regulating the tempering device 
through a control or regulation device (col. 2, 11. 21-24). 

n. Regarding claim 32, Voge also teaches a machine of the tobacco processing industry. 
Voge teaches a printing machine (col. 1, 11. 9-10), and because a machine of the tobacco 
processing industry could comprise the structure taught by Voge, Voge can be considered to be 
capable of being a machine of the tobacco processing industry. 

o. Regarding claim 33, Voge also teaches wherein said machine is a cigarette rod machine. 
Voge teaches a printing machine (col. 1, 11. 9-10), and because a cigarette rod machine could 
comprise the structure taught by Voge, Voge can be considered to be capable of being a cigarette 
rod machine. 
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p. Regarding claim 34, Voge also teaches guiding the paper strip to a printing mechanism 
("printing machine", col. 1, 11. 9-10 implies printing, which implies paper or other substrate on 
which to print) having a tempering device (70, Fig. 4); and adjusting at least one of a temperature 
and a viscosity of the ink in the printing mechanism via the tempering device (col. 2, 11. 21-24). 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Blau et 
al., US 2001,0013289 Al (Blau) in view of Voge. 

a. Regarding claim 1 : 
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Blau teaches a printing mechanism (23, Fig. 2) of a machine of the tobacco processing 
industry comprising a tempering device flj 0012, lines 2-3). Blau teaches regulating certain other 
important parameters such as the consistency of printing ink (TJ0047). Blau is silent as to the 
exact means used to regulate the consistency of the printing ink. 

Voge teaches: said heating device (70, Fig. 4) being located with at least one of said ink 
supply (conduit 66, Fig. 4); that heating the ink has an effect on the viscosity and consistency of 
the ink (col. 3, lines 20-30). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to modify Blau to heat the ink and locate the heating device in the ink 
supply, because Voge teaches that heating the ink is an effective way of regulating the 
consistency of the ink. 

b. Regarding claim 16, the combination of Blau and Voge teaches all that is claimed as 
discussed in the rejection of claim 1 above. Blau also teaches a plurality of distributor rollers (44, 
Fig. 2), a stamp roller (48, Fig. 2), and a pressure roller (52, Fig. 2), wherein two of said plurality 
of distributor rollers (43, 46, Fig. 2) are arranged to receive ink from said ink nozzle, and said 
stamp roller and said pressure roller are arranged to guide a paper strip to be printed (21, Fig. 2). 
8. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Voge in view of 
Garner et al., US 5,61 1,278 (Garner). 

Voge teaches all that is claimed as discussed in the rejection of claim 13 above, including 
a range of temperature and pressure, which implies sensors to ensure that proper pressure and 
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temperature are obtained, although Voge is silent as to the location of such sensors (col. 3, lines 
20-30). 

Voge does not teach a temperature sensor positioned one of: in and on said ink nozzle. 

Garner teaches a temperature controlled system for printing press, including a 
refrigeration and heating system (col. 2, lines 2-3), and an ink temperature sensor located in the 
ink supply system (col. 2, lines 11-14). 

It has been held that the mere rearrangement of parts is not sufficient to patentably 
distinguish over the prior art. See MPEP§ 2144.04(VI). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to modify Voge to include a temperature sensor located in or on the ink 
nozzle, because Garner teaches a temperature sensor located in the ink supply, and a person 
having ordinary skill in the art would recognize that: a temperature sensor would make the 
regulation of temperature more efficient and accurate by allowing the control system to know the 
temperature of the ink, which would allow for more precise control of the temperature of the ink; 
locating the temperature sensor on the ink nozzle would minimize the temperature drop of the 
ink after being sensed, thereby allowing more accurate control of the ink temperature of the ink 
deposited on the rollers. 

9. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Voge in view of 
Dillig et al, US 6,024,015 (Dillig). 
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Voge substantially teaches all that is claimed as discussed in the rejection of claim 1 
above. Voge teaches controlling the pressure of the ink (col. 3, 11. 20-30), but is silent as to any 
pressure measurement devices. 

Dillig teaches a pressurized inking system (Fig. 1), including a pressure monitor (17, Fig. 
1) to ensure that an adequate ink supply is provided at all times. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to modify Voge to include a pressure sensor in the ink nozzle, because 
Dillig teaches that pressure sensors in pressurized inking systems are advantageous for ensuring 
that an adequate ink supply is provided at all times. 

Response to Arguments 

10. Applicant's arguments filed 27 October 2005 with respect to claims 1, 2, 4-6, 8, 10-20, 
22, 23 and 25-34 have been considered but are moot in view of the new ground(s) of rejection. 

11. Applicant's arguments filed 27 October 2005 with respect to the rejection of claims 1, 3, 
7-9. 18, 21 and 24-26 under 35 U.S.C. 102(b) as being anticipated by Feller have been 
considered but are not persuasive. The examiner has set forth reasons why Feller anticipates 
these claims in the above rejections of claims 1, 25 and 26 above. 

a. Regarding applicant's argument that Feller teaches away from the invention, a reference 
that anticipates each and every element of the claim language can not teach away from that 
claim. 
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b. Regarding applicant's argument that Feller discloses an industrial printing apparatus, 
which does not lend itself to use in the cramped confines of a cigarette production device, it is 
noted that the features upon which applicant relies (i.e., the cramped confines of a cigarette 
production device) are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. See In 
re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

c. Regarding applicant's argument that Feller fails to teach adjusting the temperature of the 
ink, Feller cools the ink to prevent the ink from becoming heated (col. 1, 11. 55-56). 

d. In response to applicant's arguments that Blau, Voge, Garner, and Dillig fail to teach at 
least one cooling element, the applicant is correct. However, a cooling element is only optionally 
claimed in claims 1 and 18. 

12. In response to applicant's argument on pp. 15-19 that Blau and Voge are nonanalogous 
art, it has been held that a prior art reference must either be in the field of applicant's endeavor 
or, if not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, it is not clear how the 
applicant is attempting to distinguish Blau and Voge. Voge is in the field of applicant's endeavor 
which is printing with an ink nozzle, and Voge is reasonably pertinent to the particular problem 
with which applicant was concerned, that of controlling the temperature of ink. Applicant 
appears to be attempting to destroy the combination of Blau and Voge by distinguishing the 
structure of the two references, specifically that "the methods of conveying the ink in each 
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apparatus are distinct from each other". However, as limited by the claims, the method of 
conveying ink in each apparatus is an ink nozzle, and both Blau and Voge teach ink nozzles. 
Further, both Blau and Voge "convey ink on the surface of a series of ink-conveying drums open 
to the surrounding air", as is shown by Fig. 2 of Blau and Fig. 6 A of Voge. 

13. In response to applicant's arguments on pp. 16-17 that there is no suggestion to combine 
the references of Blau and Voge, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). In this case, Blau teaches regulating certain other important 
parameters such as the consistency of printing ink fl]0047), and Voge teaches that heating the ink 
has an effect on the viscosity and consistency of the ink (col. 3, lines 20-30). 

14. In response to applicant's arguments on p. 17 that Voge teaches away from a 
combination with Blau because Voge does not lend itself to use in the cramped confines of a 
cigarette production machine, the examiner can find no evidence in Voge or Blau to support the 
applicant's assertion. 

15. In response to applicant's argument that Voge and Garner are nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, if not, 
then be reasonably pertinent to the particular problem with which the applicant was concerned, 
in order to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
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F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, both Voge and Garner are in the 
applicant's field of endeavor - printing with ink, and both are pertinent to the particular problem 
with which the applicant is concerned - that of controlling the temperature of ink. 

16. In response to applicant's argument that Voge and Dillig are nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, both Voge and Dillig are in the 
applicant's field of endeavor - printing with ink, and both are pertinent to the particular problem 
with which the applicant is concerned - that of metering ink under pressurized conditions. 

17. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/w re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, the examiner's motivation to combine Blau and Voge, Voge and Garner, and Voge 
and Dillig are set forth in the rejections above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 



Application/Control Number: 1 0/678, 1 5 1 
Art Unit: 2854 



Page 17 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leo T. Hinze whose telephone number is (571) 272-2167. The 
examiner can normally be reached on M-F 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Hirshfeld can be reached on (571) 272-2168. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
AU 2854 
05 January 2005 
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